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REASONS 

The "final" Office Action mailed on April 7, 2010 rejected Claims 2-27. For reasons explained 
below, it is respectfully submitted that the claim rejections are clearly not proper and are without basis, 
because each lacks an essential element needed to establish a prima facie rejection, and therefore has a clear 
legal deficiency. 

Independent Claim 15 - Fukami 

Independent Claim 15 stands rejected under 35 U.S.C. §102 as anticipated by Fukami PCT 
Publication No. WO99/49504. The PTO explains in MPEP §2131 that, to anticipate a claim under § 1 02, a 
reference (1) must disclose each and every element recited in the claim, and (2) must also disclose these 
elements arranged in the manner recited in the claim. 

Figures 2 and 3 of Fukami disclose a liquid supply apparatus 5 that can supply an immersion liquid 7 
to an immersion lithography region through four conduits 21, 22, 27 and 28. For example, see lines 31-37 on 
page 19 of the machine-generated English translation of Fukami that Applicants previously submitted. With 
reference to lines 1-2 on page 1 8 of this translation, Fukami explains that "pure water is used as liquid 7". 
The Examiner never identifies any surfactant in Fukami, and never identifies any structure in Fukami that 
actually provides a surfactant to any fluid. The informal machine translation of Fukami mentions replacing a 
dirty lens, but does not appear to contain any mention of the use of any surfactant, or any cleaning liquid. 

Applicants' Claim 15 recites: 

means for providing the first fluid containing no surfactant; . . . and 
means for providing a surfactant to the first fluid to form a second fluid to reduce 
an adherence of floating defects to the wafer or the objective lens. 

MPEP §2182 explains that examination of a means-plus-function limitation must involve the 
following "two-step" analysis: 

1 . In the first step, the Examiner must show that the prior art reference performs identically the same 
function that is specified in the means-plus-function limitation. 

2. If and only if the requirement in the first step is met, then in the second step the Examiner looks to the 
specification and identifies all structure corresponding to that function, and then must show that the 
prior art structure or step is identical or equivalent to the structure, material, or acts described in the 
specification. 

In regard to the first step, MPEP §2182 emphasizes that "the application of a prior art reference to a means . . . 
plus function limitation requires that the prior art element perform the identical function specified in the 
claim " (emphasis added). But in the Office Action, the Examiner skips the first step of this two-step analysis. 
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For example, Claim 15 calls for "means for providing a surfactant to the first fluid". Under the first step of 
the analysis, the Examiner must show Fukami has structure that performs exactly this recited function. 
However, the Examiner fails to make this required showing. Instead, the Examiner asserts it is sufficient if 
Fukami has structure that is capable of performing the claimed function, even though the structure does not 
actually perform the claimed function in Fukami's system. But the Examiner's assertion does not meet the 
explicit requirement in MPEP §2182 that Fukami' s system must have structure that is in fact 
performing identically the same function that is recited in the claim. In a sense, the Examiner is asserting 
that it might be obvious to modify Fukami to perform the claimed function, but the rejection of Claim 15 is 
for anticipation under §102, not obviousness under §103. The Examiner also cites a number of court 
decisions, and attempts to argue that they support the assertion that Fukami's structure does not need to 
perform identically the same function that is recited in Claim 15. However, MPEP §21 82 very clearly 
specifies that the reference must actually perform the claimed function, and the cases cited by the Examiner 
do not trump the policy of PTO management as set forth in MPEP §2182. 

The Examiner also improperly performs the second step of the two-step analysis. More specifically, 
the Examiner takes each "means" limitation in Claim 15, and replaces it with structural language formulated 
by the Examiner, thereby yielding a completely rewritten version of Claim 15. The Examiner then asserts that 
this rewritten claim is anticipated by Fukami. However, the Examiner's rewritten claim is significantly 
different from Applicants' Claim 15. As just one example, the Examiner takes Applicants' "means for 
providing a surfactant to the first fluid", and replaces it with the phrase "a secondary supply reservoir". 
However, a secondary supply reservoir is not capable by itself of actually carrying out the recited function of 
"providing a surfactant to the first fluid". Stated differently, the Examiner does not accurately map functional 
claim language to disclosed structure. If the actual language of Claim 15 is properly taken into account, in the 
manner required by the MPEP, Claim 15 is clearly distinct from Fukami. 

For the reasons discussed above, it is respectfully submitted that Fukami does not disclose each and 
every element recited in Claim 15, and therefore does not meet the requirements for anticipation under §102 
that are set forth in MPEP §2131. Consequently, the § 102 rejection of Claim 15 has a clear legal deficiency, 
because it lacks an essential element needed to establish a prima facie rejection. Therefore, the §102 rejection 
of Claim 15 is clearly not proper and is without basis, and it is respectfully requested that it be withdrawn. 

Independent Claim 15 - Deng and Hazelton 

Independent Claim 15 also stands rejected under 35 U.S.C. §103 as obvious in view of a proposed 
combination of Deng U.S. Patent Application Publication No. 2005/0164502 and Hazelton U.S. Patent 
Application Publication No. 2006/00231 85. On page 1 1 of the Office Action, the Examiner admits that Deng 
does not disclose the recited "means for providing a surfactant to the first fluid to form a second fluid to 



Application No. 10/802,087 
Pre-Appeal Brief Request for Review 



3- 



2003-1435/24061.911 
Customer No. 42717 



reduce an adherence of floating defects to the wafer or the objective lens". The Examiner therefore turns to 
Hazelton '185. In lines 15-19 on page 1 1, the Examiner asserts that Figure 10 of Hazelton '185 discloses: 

... the pipe on top of a valve #25 . . . which is fully capable of providing a surfactant to the 
immersion liquid to reduce an adherence of floating defect to the wafer or the optical element. 

As discussed above, MPEP §2182 specifies that, when rejecting a means-plus-function limitation, the 
Examiner must show that the structure in the reference is in fact actually performing identically the same 
function that is recited in the claim. But in the present situation, there is no identity of function , because the 
indicated structure in Hazelton '185 does not actually perform (1) Applicants' recited function of "providing a 
surfactant to the first fluid", or (2) Applicants' recited function of reducing "an adherence of floating defects 
to the wafer or the objective lens". 

As explained in detail in the remarks of Applicants' last Response, Hazelton '1 85 teaches that separate 
and distinct fluids are used (1) for immersion lithography and (2) for cleaning. Hazelton '185 teaches that the 
cleaning fluid has an "affinity" for the immersion fluid, and can thus draw the immersion fluid out of an 
optical component such as an immersion lens. But contrary to the assertions of the Examiner, Hazelton '1 85 
does not teach that the cleaning fluid is mixed with the immersion fluid. In fact, if Hazelton's cleaning fluid 
and immersion fluid were mixed in the manner proposed by the Examiner, the affinity of the cleaning fluid 
for the immersion fluid would be destroyed by the immersion fluid present in the mixture. As a result, the 
cleaning fluid would not have any remaining "affinity" that could later draw immersion fluid out of an optical 
component such as a lens. Thus, the proposed modification would change a principle of operation of 
Hazelton '185 and, as explained in MPEP §2143.01, a modification that changes a principle of operation is 
never an obvious modification. Therefore, and contrary to the assertions in the Office Action, Hazelton 
would never mix his cleaning liquid with his immersion liquid. This is why the indicated portions of 
Hazelton never mention any such mixture, because it would render Hazelton's cleaning liquid inoperative, and 
thus change a principle of operation. 

Claim 15 also recites providing a surfactant to "reduce an adherence of floating defects to the wafer 
or the objective lens". However, Hazelton's system does not perform this specific function. The cleaning 
liquid disclosed in Hazelton '185 is different from the surfactant-containing fluid recited in Claim 15. 
Hazelton's cleaning liquid attracts the immersion liquid, and can extract the immersion liquid from a lens. 
The indicated portion of Hazelton '185 does not contain any teaching that Hazelton's cleaning liquid actually 
reduces the adherence of floating defects to a wafer or a lens. Thus, the cleaning liquid in Hazelton '1 85 is 
different in composition and function from the surfactant-containing fluid recited in Claim 15. 

For the reasons discussed above, it is respectfully submitted that the § 1 03 rejection of Claim 1 5 has a 
clear legal deficiency, because it lacks essential elements needed to establish a prima facie case of 
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obviousness. Therefore, the §103 rejection of Claim 15 is clearly not proper and is without basis, and it is 
respectfully requested that it be withdrawn. 

Independent Claims 6, 9 and 20 

Independent Claim 6 stands rejected under 35 U.S.C. §103 as obvious in view of a proposed 
combination of Hazelton '185 with Zhang U.S. Patent Application Publication No. 2005/0161644 and 
Amblard U.S. Patent No. 7,056,646. Independent Claim 9 stands rejected under 35 U.S.C. §103 as obvious in 
view of a proposed combination of Hazelton '1 85 with Lyons U.S. Patent No. 7,125,652 and the Amblard 
patent. Independent Claim 20 stands rejected under 35 U.S.C. §103 as obvious in view of a proposed 
combination of Hazelton '1 85 with Amblard. Claim 6 includes a recitation of: 

performing a light exposing operation on the wafer using an objective lens 
immersed in a first fluid containing surfactant; and 

cleaning the objective lens after the light exposing operation using a second 
fluid having a higher surfactant concentration than the first fluid. 

Claim 9 includes a recitation of: 

performing a light exposing operation on the wafer using an objective lens 
immersed in a first fluid that does not contain surfactant; and 

cleaning the objective lens using a second fluid comprising a surfactant-spiked 
water immersion fluid. 

Claim 20 includes a recitation of: 

performing a light exposing operation on the wafer using an objective lens 
immersed in a first fluid; and 

cleaning the objective lens using a second fluid containing surfactant. 

In regard to obviousness under §103, MPEP §2141.02 specifies that: 

A prior art reference must be considered in its entirety, i.e., as a whole , including 
portions that would lead away from the claimed invention. (Emphasis in original). 

As to the "cleaning" recited in each of Claims 6, 9 and 20, the Office Action admits that Hazelton '185 does 
not disclose the use of a liquid containing a surfactant, even when considered with either Zhang or Lyons. 
Therefore, in each rejection, the Examiner turns to Amblard's disclosure of an immersion liquid that contains 
both a developer and a surfactant. However, the specific thrust of Amblard is that the disclosed immersion 
liquid is used only during immersion lithography, thereby improving the overall efficiency of the immersion 
lithography process. As explained in detail in the remarks of Applicants' last Response, Amblard repeatedly 
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states that, after immersion lithography has been performed, the immersion lithography apparatus is not 
exposed to a developer again, and thus is not exposed again to the developer-containing immersion liquid. 
The Examiner asserts that Amblard's immersion liquid (containing a developer) could be used as a cleaning 
liquid, and in particular could be supplied into the immersion lithography arrangement for cleaning after a 
different immersion liquid is removed. However, Amblard explicitly teaches away from this, by repeatedly 
stating that "A developer is not contacted with the immersion lithography arrangement after the immersion 
lithography fluid is removed" (lines 58-60 of column 7, and lines 47-50 of column 8). 

The Office Action asserts that Amblard "does not teach away, since Hazelton . . . does not criticize, 
discredit, or otherwise discourage using a developer . . . after immersion lithography fluid is removed" 
(emphasis added). However, that this assertion makes no sense, because the issue of whether Amblard 
teaches away depends solely on Amblard, and not on anything in Hazelton . Moreover, the Examiner admits 
that Hazelton is silent on this particular point, and Hazelton's silence does nothing at all to counteract the fact 
that Amblard clearly teaches away. A person of ordinary skill in the art would not be motivated to use 
Amblard's immersion liquid in a manner directly contrary to what is explicitly taught by Amblard. 

Since it is well recognized that teaching away from a claimed invention is a per se demonstration of 
lack of prima facie obviousness, it is respectfully submitted that Hazelton '185 and Amblard do not factually 
support a prima facie case of obviousness under §103 with respect to any of Claims 6, 9 and 20, with or 
without regard to Zhang or Lyons. Accordingly, it is respectfully submitted that the §103 rejections of 
Claims 6, 9 and 20 each have a clear legal deficiency, because they each lack an essential element needed to 
establish a prima facie rejection. Therefore, the §103 rejections of Claims 6, 9 and 20 are clearly not proper 
and are without basis, and it is respectfully requested that they be withdrawn. 

Dependent Claims 

Claims 2-5 and 7-8, Claims 10-14, Claims 16-19 and Claims 21-27 respectively depend from 
Claim 6, Claim 9, Claim 15 and Claim 20, and are also believed to be patentable, for example for the same 
reasons discussed above in association with Claims 6, 9, 15 and 20, respectively. 
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